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Applicant's response of 4/27/06 has been entered. The examiner will address 
applicant's remarks at the end of this office action. 



1 . Newly submitted claim 29 is directed to an invention that is independent or 
distinct from the invention originally elected for the following reasons: In response to an 
election of species requirement setting forth 3 distinct method claim groups, applicant 
previously elected to prosecute the invention of Group I, which was the method of using 
a blood pressure monitor. No apparatus claims drawn to a "dual mode patient monitor" 
were presented for examination until after a first action on the merits. If apparatus 
claims were presented earlier, they would have been subject to a restriction 
requirement. The reasoning is that it is an undue burden on the examiner to have to 
search for specific structure of the apparatus and to search for a method of using a 
blood pressure monitor, where the specific structure is not required. In the instant case 
the blood pressure monitor can be used in a different method, such as by just using the 
non-continuous configuration without using the continuous configuration. The 
apparatus claims are classified in class 604 and the instant examiner works in class 
705, which is a method class. If applicant desired to have the apparatus claims 
examined, then they should have been presented earlier. 

Since applicant has received an action on the merits for the originally elected 
invention, this invention has been constructively elected for prosecution on the merits. 
Accordingly, claim 29 is withdrawn from consideration as being directed to a non- 
elected invention. See 37 CFR 1.142(b) and MPEP § 821.03. 
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2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 1-13,25-28,30,31, are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. 

For claim 1, the language "wherein during the non-continuous configuration, the 
blood pressure monitor is not primarily seeking to determine, initialize, or calibrate 
continuous measurements" does not find support in the specification as originally filed 
and is considered to be new matter. The instant specification on page 2 states "and a 
cuff for establishing a baseline blood pressure measurement to be used to calibrate 
continuous blood pressure measurements ". Page 7 states that "the monitor 106 can 
operate the inflatable cuff 104 in the manner described above to generate a baseline 
measurement of the blood pressure to be used to calibrate an arterial line that can be 
connected between patient 102 and the monitor 106". Page 8 states "After the sensor 
202 is attached to the patient 102 and is connected to the monitor 106, the inflatable 
cuff 104 is operated as described above to provide a baseline measurement of the 
patients blood pressure. The baseline measurement is used to calibrate the 
noninvasive continuous mode measurements made using sensor 202 ". Page 9 also 
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makes mention of the fact that the non-continuous measurement is used to calibrate the 
continuous mode. The specification as originally filed does not provide support for the 
newly added claim language and the specification actually makes numerous references 
to the fact that the non-continuous mode is used for calibration contrary to the newly 
added claim language. The newly added claim language contradicts what the 
specification teaches, is not supported by the specification as originally filed, and is 
found to be new matter. 

Also found to be new matter for claim 1 and present in claim 25 is the language 
reciting that the monitor is capable of operating in the non-continuous configuration to 
monitor a patient during an entire time the patient is to be monitored. Because the non- 
continuous configuration is only able to monitor a patient at discrete intervals and is not 
capable of continuous monitoring, it is not possible to monitor the patient for the entire 
time as claimed with the non-continuous configuration and the specification as originally 
filed never disclosed that the non-continuous configuration was capable of monitoring 
an for entire time as claimed. 

Applicant has provided no showing of where the specification supports the newly 
added claim language and if applicant traverses the new matter rejection the examiner 
requests that applicant point out where support can be found in the specification as 
originally filed. 

4. Claims 1-13,25-28,30,31, are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject matter 
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which was not described in the specification in such a way as to enable one skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and/or use 
the invention. . 

For claims 1 ,25, applicant has claimed that the monitor is capable of operating in 
the non-continuous configuration to monitor a patient during an entire time the patient is 
to be monitored. The examiner finds this to be an impossible situation and concluded 
that one of skill in the art would not know how to make the non-continuous configuration 
so that so that the patient can be monitored "the entire time". The claim language 
requires that the patient be monitored an entire time the patient is to be monitored. 
Because the non-continuous configuration is only able to monitor a patient at discrete 
intervals and is not capable of continuous monitoring, it is not possible to monitor the 
patient for the entire time as claimed with the non-continuous configuration. Undue 
experimentation would be involved for a person skilled in the art to figure out how to 
make the non-continuous configuration monitor the patient an entire time when the non- 
continuous configuration is not capable of monitoring the entire time. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1-13,25-28,30,31, are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 
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For claim 1 , the examiner is not clear as to what applicant is attempting to recite 
by the language "wherein during the non-continuous configuration the blood pressure 
monitor is not primarily seeking to determine, initialize, or calibrate continuous 
measurements". Applicant is claiming what the monitor is not primarily seeking to do, 
not what is the monitor seeking to do, so it is not clear as to what this language means. 
Also not clear is what the scope of the language is as far as the language " not primarily 
seeking" goes. This appears to allow for the non-continuous configuration to be used 
for calibration as long as that is not the primary reason for using the non-continuous 
configuration. Does this language allow for the use of the non-continuous configuration 
for calibration or is this excluded from the claim scope? This language is considered 
indefinite. With respect to the language "when the continuous blood pressure sensor 
signal is received, enabling operation of the blood pressure monitor in a continuous 
configuration", the examiner does not see how this is possible. To receive the 
continuous sensor signal, the monitor must first be enabled so that the signal can be 
received. The sensor signal cannot come before the monitor is set up to receive the 
signal. This portion of the claim is indefinite because it appears to be reciting a situation 
that is not possible and one wishing to avoid infringement would not know what this 
portion of the claim means. 

For claim 25, the language "during said use as a non-continuous blood pressure 
entire time" makes no sense and is considered indefinite. This portion does not even 
read grammatically correctly. What does this mean? 
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For claim 28, what is the enablement device that is claimed here? It is not clear 
from a reading of the specification what the scope of the term "enablement device" is. 
What does this mean? The examiner is not sure what this limitation is and is 
questioning whether or not this limitation is actually new matter, but until it is known 
what it is, the examiner cannot determine whether or not it is new matter. 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 1-4,8-13,25-28,30,31, are rejected under 35 U.S.C. 102(b) as being 
anticipated by Caro (6045509). 

For claim 1,12,13, Caro discloses a method of using a continuous multi mode 
blood pressure monitor 100 that also has the ability to do non-continuous 
measurements. The monitor has a sensor input as claimed (where the sensor cable 
connects to the monitor). The cuff (calibration device) is 1 10 and the sensor is the 
combination of 202 and 210. Caro discloses that the measurement from the blood 
pressure cuff can and is used to provide an initial calibration, see column 4, lines 36-40. 
Concerning the claimed steps, Caro discloses the step of using the monitor in a non- 
continuous configuration to provide non-continuous measurements. This is interpreted 
to be the use of the inflatable cuff prior to enabling the continuous configuration. With 
respect to the language reciting that the monitor is not primarily seeking to determine, 
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initialize, or calibrate continuous measurements, this is just a recitation of the reason 
why the step of using the non-continuous configuration is being performed. This 
language is noted but is not changing the fact that the only step recited so far in the 
claim is the use of the non-continuous configuration, which is found in Caro. Reciting a 
different reason for doing the same step as the prior art is not going to distinguish over 
the prior art that discloses the same step. Caro disclose the use of the monitor in the 
continuous configuration to provide continuous measurements as claimed. With respect 
to the language at the end of the claim that recites the non-continuous configuration as 
being capable of monitoring the patient an entire time, the examiner refers applicant to 
column 6, lines 16-21, where it is stated that when the use presses the calibration 
button, the display 105 displays the current blood pressure (non-continuous) and the 
time elapsed from the last measurement. This satisfies what is claimed because if one 
wanted to do so, they could repeatedly press the calibration button and acquire a blood 
pressure measurement one after another for the entire time the patient was being 
monitored. Caro discloses this ability, which is all that this portion of the claim is 
reciting. 

For claim 2, pressure is applied to the inflatable cuff, which satisfies what is 
claimed. 

For claims 3,4, see column 4, lines 44-52. 
For claim 8, see the figures where the claimed limitation is shown. 
For claims 9,10, the sensor 202/210 is non-invasive as claimed. Caro discloses 
the limitations of claim 10 because that is how the sensor 202/210 is disclosed as 
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working. The sensor excites a perturbation in the blood and senses an effect of the 
perturbation. 

For claim 30, the recited attaching of a component to the monitor to change 
operation from non-continuous to continuous is taken to be the attaching of the 
continuous sensor and associated cables/lines to allow the continuous mode to operate. 
If no continuous sensor is connected to the monitor, then it will not work in the 
continuous configuration. 

For claims 11,31, see column 4, line 59, where the cuff is referred to as a 
calibration device. Column 6, lines 16-21 disclose the use of the calibration device 
during the use of the continuous configuration as claimed. 

For claims 25-28, Caro discloses the providing of a blood pressure monitor that 
can be used in a non-continuous configuration and a continuous configuration (by 
utilizing a continuous sensor as claimed). The claim recites the providing of a monitor 
that is capable of non-continuously monitoring blood pressure of a patient during an 
entire time the patient is to be monitored. Caro discloses this ability because if one 
wanted to do so, they could use the inflatable cuff 1 10 to obtain non-continuous blood 
pressure measurements. The only other limitation is the providing of the monitor for use 
as a continuous monitor, which is disclosed by Caro. Caro discloses the providing of a 
monitor as claimed. 
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9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 5-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Caro 
et al. (6045509) in view of Wohltmann et al. (5904654). 

For claims 5-7, Caro discloses the invention substantially as claimed. Caro does 
not disclose that the sensor includes an exciter and a transducer, where the exciter and 
transducer are integrated into one unit, which is a wristband. Wohltmann discloses an 
exciter/detector unit that is incorporated into one unit in the form of a wristband. The 
one-piece unit is an improvement over a two-piece unit and allows for convenient 
attachment to the body. It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to provide Caro with a one piece unit as disclosed by 
Wohltmann so that instead of having to connect two units to the patient (as in Caro), 
one only has to connect the wristband of Wohltmann. 

1 1 . Applicant's arguments filed 4/27/06 have been fully considered but they are not 
persuasive. With respect to the argument that Caro is using the non-continuous mode 
to calibrate the continuous mode and that the instant invention does not do that, the 
examiner disagrees because the specification discloses in more than one place that the 
non-continuous mode is used to calibrate the continuous mode. The language added to 
the claims has been found to be new matter and the argument applicant has presented 
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is also based on new matter and contradicts the instant specification itself. Caro does 
teach two modes of operation, one non-continuous and one being continuous, just like 
the instant invention. The examiner does not see anything patentable in the presently 
pending claims. 

For the dependent claims 2-13,26-28,30,31, applicant's arguments fail to comply 
with 37 CFR 1 . 1 1 1 (b) because they amount to a general allegation that the claims 
define a patentable invention without specifically pointing out how the language of the 
claims patentably distinguishes them from the references. The statement that the 
dependent claims are patentable because they recite "additional features" is nothing 
more than a general allegation of their patentability. The examiner also notes that 
applicant did not even mention the 103 rejection of Caro in view of Wohltmann and has 
provided no traversal at all for this rejection. Absent any traversal, the examiner finds 
the 103 to be proper and the obviousness statement by the examiner to be proper. If 
applicant disagreed with the 103 rejection of Caro in view of Wohltmann and the 
modification set forth by the examiner, then a traversal of some kind should have been 
presented. 

With respect to applicant's statement that they desire an interview with the 
examiner in the event the case is not found to be allowable and further issues remain to 
be resolved, at this point the examiner does not feel an interview would be productive or 
efficient due to the numerous issues now present in this application that applicant has 
not yet had a chance to look over. The request itself is found improper in that applicant 
is not following the MPEP guidelines. The examiner refers applicant to MPEP 713 
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where it is stated "When applicant is initiating a request for an interview, an "Applicant 
Initiated Interview Request" form (PTOL-413A) should be submitted to the examiner 
prior to the interview in order to permit the examiner to prepare in advance for the 
interview and to focus on the issues to be discussed. This form should identify the 
participants of the interview, the proposed date of the interview, whether the interview 
will be personal, telephonic, or video conference, and should include a brief description 
of the issues to be discussed" None of this has been done. The examiner requests 
that applicant follow MPEP 713 when requesting an interview so that the issues to be 
discussed (proposed amendments or proposed arguments) are clear and an agenda of 
some kind is set forth. 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

1 3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dennis Ruhl whose telephone number is 571-272-6808. 
The examiner can normally be reached on Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on 571-272-6812. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




DENNIS RUHL 
PRIMARY EXAMINER 



